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(2) A statement signed by the attor-
ney or agent containing the informa-
tion required by this section.

(c) See §41.106(e) or §42.6(e) of this
title for service of papers in contested
cases or trials before the Patent Trial
and Appeal Board.

[46 FR 29184, May 29, 1981, as amended at 49
FR 48454, Dec. 12, 1984; 69 FR 50000, Aug. 12,
2004; 69 FR 58260, Sept. 30, 2004; 77 FR 46626,
Aug. 6, 2012]

§1.251 Unlocatable file.

(a) In the event that the Office can-
not locate the file of an application,
patent, or other patent-related pro-
ceeding after a reasonable search, the
Office will notify the applicant or pat-
entee and set a time period within
which the applicant or patentee must
comply with the notice in accordance
with one of paragraphs (a)(1), (a)(2), or
(a)(3) of this section.

(1) Applicant or patentee may comply
with a notice under this section by pro-
viding:

(i) A copy of the applicant’s or pat-
entee’s record (if any) of all of the cor-
respondence between the Office and the
applicant or patentee for such applica-
tion, patent, or other proceeding (ex-
cept for U.S. patent documents);

(ii) A list of such correspondence; and

(iii) A statement that the copy is a
complete and accurate copy of the ap-
plicant’s or patentee’s record of all of
the correspondence between the Office
and the applicant or patentee for such
application, patent, or other pro-
ceeding (except for U.S. patent docu-
ments), and whether applicant or pat-
entee is aware of any correspondence
between the Office and the applicant or
patentee for such application, patent,
or other proceeding that is not among
applicant’s or patentee’s records.

(2) Applicant or patentee may comply
with a notice under this section by:

(i) Producing the applicant’s or pat-
entee’s record (if any) of all of the cor-
respondence between the Office and the
applicant or patentee for such applica-
tion, patent, or other proceeding for
the Office to copy (except for U.S. pat-
ent documents); and

(ii) Providing a statement that the
papers produced by applicant or pat-
entee are applicant’s or patentee’s
complete record of all of the cor-

37 CFR Ch. | (7-1-15 Edition)

respondence between the Office and the
applicant or patentee for such applica-
tion, patent, or other proceeding (ex-
cept for U.S. patent documents), and
whether applicant or patentee is aware
of any correspondence between the Of-
fice and the applicant or patentee for
such application, patent, or other pro-
ceeding that is not among applicant’s
or patentee’s records.

(3) If applicant or patentee does not
possess any record of the correspond-
ence between the Office and the appli-
cant or patentee for such application,
patent, or other proceeding, applicant
or patentee must comply with a notice
under this section by providing a state-
ment that applicant or patentee does
not possess any record of the cor-
respondence between the Office and the
applicant or patentee for such applica-
tion, patent, or other proceeding.

(b) With regard to a pending applica-
tion, failure to comply with one of
paragraphs (a)(1), (a)(2), or (a)(3) of this
section within the time period set in
the notice will result in abandonment
of the application.

[656 FR 69451, Nov. 17, 2000]

PREISSUANCE SUBMISSIONS AND
PROTESTS BY THIRD PARTIES

§1.290 Submissions by third parties in
applications.

(a) A third party may submit, for
consideration and entry in the record
of a patent application, any patents,
published patent applications, or other
printed publications of potential rel-
evance to the examination of the appli-
cation if the submission is made in ac-
cordance with 35 U.S.C. 122(e) and this
section. A third-party submission may
not be entered or considered by the Of-
fice if any part of the submission is not
in compliance with 35 U.S.C. 122(e) and
this section.

(b) Any third-party submission under
this section must be filed prior to the
earlier of:

(1) The date a notice of allowance
under §1.311 is given or mailed in the
application; or

(2) The later of:

(i) Six months after the date on
which the application is first published
by the Office under 35 U.S.C. 122(b) and
§1.211, or
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(ii) The date the first rejection under
§1.104 of any claim by the examiner is
given or mailed during the examina-
tion of the application.

(c) Any third-party submission under
this section must be made in writing.

(d) Any third-party submission under
this section must include:

(1) A document list identifying the
documents, or portions of documents,
being submitted in accordance with
paragraph (e) of this section;

(2) A concise description of the as-
serted relevance of each item identified
in the document list;

(3) A legible copy of each item identi-
fied in the document list, other than
U.S. patents and U.S. patent applica-
tion publications;

(4) An English language translation
of any non-English language item iden-
tified in the document list; and

(5) A statement by the party making
the submission that:

(i) The party is not an individual who
has a duty to disclose information with
respect to the application under §1.56;
and

(ii) The submission complies with the
requirements of 35 U.S.C. 122(e) and
this section.

(e) The document list required by
paragraph (d)(1) of this section must
include a heading that identifies the
list as a third-party submission under
§1.290, identify on each page of the list
the application number of the applica-
tion in which the submission is being
filed, list U.S. patents and U.S. patent
application publications in a separate
section from other items, and identify
each:

(1) U.S. patent by patent number,
first named inventor, and issue date;

(2) U.S. patent application publica-
tion by patent application publication
number, first named inventor, and pub-
lication date;

(3) Foreign patent or published for-
eign patent application by the country
or patent office that issued the patent
or published the application; the appli-
cant, patentee, or first named inventor;
an appropriate document number; and
the publication date indicated on the
patent or published application; and

(4) Non-patent publication by author
(if any), title, pages being submitted,
publication date, and, where available,

§1.291

publisher and place of publication. If
no publication date is known, the third
party must provide evidence of publica-
tion.

(f) Any third-party submission under
this section must be accompanied by
the fee set forth in §1.17(o) for every
ten items or fraction thereof identified
in the document list.

(g) The fee otherwise required by
paragraph (f) of this section is not re-
quired for a submission listing three or
fewer total items that is accompanied
by a statement by the party making
the submission that, to the knowledge
of the person signing the statement
after making reasonable inquiry, the
submission is the first and only sub-
mission under 35 U.S.C. 122(e) filed in
the application by the party or a party
in privity with the party.

(h) In the absence of a request by the
Office, an applicant need not reply to a
submission under this section.

(i) The provisions of §1.8 do not apply
to the time periods set forth in this
section.

[77 FR 42173, July 17, 2012, as amended at 78
FR 62406, Oct. 21, 2013]

§1.291 Protests by the public against
pending applications.

(a) A protest may be filed by a mem-
ber of the public against a pending ap-
plication, and it will be matched with
the application file if it adequately
identifies the patent application. A
protest submitted within the time
frame of paragraph (b) of this section,
which is not matched, or not matched
in a timely manner to permit review by
the examiner during prosecution, due
to inadequate identification, may not
be entered and may be returned to the
protestor where practical, or, if return
is not practical, discarded.

(b) The protest will be entered into
the record of the application if, in addi-
tion to complying with paragraph (c) of
this section, the protest has been
served upon the applicant in accord-
ance with §1.248, or filed with the Of-
fice in duplicate in the event service is
not possible; and, except for paragraph
(b)(1) of this section, the protest was
filed prior to the date the application
was published under §1.211, or the date
a notice of allowance under §1.311 was
given or mailed, whichever occurs first:
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